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I. INTRODUCTION

In the year 2010, one cannot discuss globalization without touching
upon intellectual property (IP) rights. From the perspective of U.S.
businesses, IP rights have become integral to financial success or failure.
Enforcement of U.S. IP rights in a global trading environment is not a
simple task. All three branches of the U.S. government are placing an
increased emphasis on the protection of IP. Despite this increased focus,

* © 2011 Alice Alexandra Kipel. Alice Alexandra Kipel is a partner in the Washington,
D.C., office of Steptoe & Johnson LLP. She received her J.D. from the Georgetown University
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however, the United States Court of International Trade (CIT) currently
plays a limited role vis-a-vis the enforcement of IP rights. This Article
examines the reasons for this limited role, as well as possible areas for
expansion of that role—with or without legislative changes.

The U.S. federal district courts have seen a substantial increase in
the portion of their dockets devoted to IP disputes. In 1980-81, patent,
trademark, and copyright cases accounted for about 2.2% of the civil
cases in the district courts; in 2008-09, such cases constituted about 3%
of the district courts’ civil docket, representing an increase of over 36%.'
The most significant jump was in patent cases—the percentage
accounted for by patent cases more than doubled—going from 0.44% to
1.01%. Similarly, for numerous federal agencies, IP has recently
become an area of great or greater focus.” The CIT, however, is not part
of this trend. Why? The CIT is constrained by its twentieth century (and
arguably, nineteenth century) jurisdiction,’ and by arcane and technical
customs law terms—namely, “embargo” and “exclusion” versus
“seizure.”

Not only have these terms hampered the CIT’s ability to decide IP
issues related to international trade and customs matters, they have
created an arbitrary dichotomy, whereby the same decision by United
States Customs and Border Protection (CBP) may or may not be
reviewable by the CIT, depending on the specific statutory or regulatory
context of that decision. The identical article bearing a counterfeit
trademark and excluded by CBP pursuant to an exclusion order issued by
the United States International Trade Commission (ITC) under section

1. For the twelve-month period ending June 30, 1981, a total of 180,576 civil cases were
commenced, of which 795, 1717, and 1515 were patent, trademark, and copyright cases,
respectively. For the twelve-month period ending September 30, 2009, the total civil cases
commenced was 276,397, of which 2792, 3381, and 2192 were patent, trademark, and copyright
cases, respectively. ANNUAL REPORT OF THE DIRECTOR OF THE ADMINISTRATIVE OFFICE OF THE
UNITED STATES COURTS at tbls. C-2, C-3 (1981); JAMES C. DUFF, JUDICIAL BUSINESS OF THE
UNITED STATES COURTS: 2009 ANNUAL REPORT OF THE DIRECTOR 144-46 (2009), http://www.
uscourts.gov/uscourts/Statistics/JudicialBusiness/2009/JudicialBusinespdfversion.pdf.

2. See supra text accompanying note 1.

3. See VICTORIA A. ESPINEL, U.S. INTELLECTUAL PROP. ENFORCEMENT COORDINATOR,
2010 JOINT STRATEGIC PLAN ON INTELLECTUAL PROPERTY ENFORCEMENT 1-2 (June 2010),
http://www.whitehouse.gov/sites/default/files/omb/assets/intellectualproperty/intellectualproperty
_strategic_plan.pdf.

4. The CIT was established in 1980, replacing the United States Customs Court, which
although established in 1926, had roots going back to 1890, when the Board of General
Appraisers was formed to review the decisions of the predecessor to United States Customs and
Border Protection (CBP). Hon. Edward D. Re, Litigation Before the United States Court of
International Trade, 26 N.Y.L. SCH. L. REV. 437, 438-40 (1981).
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337 of the Tariff Act of 1930, since codified as 19 U.S.C. § 1337, may
become the subject matter of review by the CIT,” but would likely be
barred from CIT review if CBP were to seize the article as a result of a
trademark recordation. Similarly, a dichotomy can exist between the
ability of an IP owner versus an alleged infringer to get its day in court
before the CIT.

This Article examines the statutory and regulatory provisions and
decisional law that govern the CIT’s ability to review [P-related issues. It
also suggests how the proposal to expand the CIT’s jurisdiction could
enhance the court’s purview in the IP arena. In addition, even absent
changes in the court’s jurisdiction, this Article analyzes areas where the
CIT might play a greater role in the enforcement of IP rights, in light of
the greater overall emphasis by the federal government on protection of
U.S. IP rights.

II. THE RELEVANT JURISDICTIONAL PROVISIONS

Issues related to IP rights come before the CIT only incidentally, as
those issues are implicated by virtue of some aspect of the CIT’s regular
jurisdiction. Thus far, the following avenues have brought IP matters
before the CIT: (1) review of a denied protest against exclusion of goods
pursuant to an ITC exclusion order,’ (2)review of CBP% refusal to
exclude goods pursuant to an ITC exclusion order,” and (3) review of
CBP’s decisions and actions with respect to trademarks and copyrights
recorded with CBP® 1In such cases, plaintiffs have asserted jurisdiction
under 28 US.C. §1581(a),” (h),” and (i)' although not always

5. 19 US.C. § 1337 (2006); K Mart Corp. v. Cartier, Inc., 485 U.S. 176, 182-83 (1988).
6. See infia Part IILA.

7. See infia Part I11.B.

8. See infia Part IVA.

9. Section 1581(a) provides that the CIT “shall have exclusive jurisdiction of any civil

action commenced to contest the denial of a protest, in whole or in part, under section 515 of the
Tariff Act of 1930.” 28 U.S.C. § 1581(a) (2006).
10.  Section 1581(h) provides that the CIT

shall have exclusive jurisdiction of any civil action commenced to review, prior to the
importation of the goods involved, a ruling issued by the Secretary of the Treasury, or a
refusal to issue or change such a ruling, relating to classification, valuation, rate of
duty, marking, restricted merchandise, entry requirements, drawbacks, vessel repairs, or
similar matters, but only if the party commencing the civil action demonstrates to the
court that he would be irreparably harmed unless given an opportunity to obtain
judicial review prior to such importation.
1d. § 1581(h).
11.  Section 1581(i) provides:
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successfully. These jurisdictional provisions are discussed in more detail
below. In addition, IP issues could come before the CIT in an action
brought by the government to recover penalties for fraud, negligence, or
gross negligence, pursuant to 19 U.S.C. § 1592.” Jurisdiction in such an
action would be asserted under 28 U.S.C. § 1582."

Jurisdictional issues are key to understanding the question of why
the CIT’s role with respect to IP has to date been a narrow one. The CIT,
as a court of limited subject matter jurisdiction, may only hear cases that
fall within the jurisdiction specifically conferred upon it by Congress."
If a case does not fit squarely within one of the subdivisions of these
statutory sections, the CIT may not consider it. A review of these
sections immediately reveals that none of the subdivisions makes any
mention of any [P matters. It is only to the extent that one of the
agencies subject to review by the CIT renders a decision or takes action
related to an IP right and that decision or action qualifies for review
under one of the subdivisions of §§ 1581, 1582, or 1583" that an IP issue
may come before the CIT.

In addition to the jurisdiction conferred upon the Court of International Trade by

subsections (a)-(h) of this section and subject to the exception set forth in subsection (j)

of this section, the Court of International Trade shall have exclusive jurisdiction of any

civil action commenced against the United States, its agencies, or its officers, that

arises out of any law of the United States providing for—

(1)  revenue from imports or tonnage;

(2) tariffs, duties, fees, or other taxes on the importation of merchandise for reasons
other than the raising of revenue;

(3) embargoes or other quantitative restrictions on the importation of merchandise
for reasons other than the protection of the public health or safety; or

(4) administration and enforcement with respect to the matters referred to in
paragraphs (1)-(3) of this subsection and subsections (a)-(h) of this section.

1d. § 1581(i).
12. 19 US.C. § 1592 (2006).
13.  Section 1582 provides:

The Court of International Trade shall have exclusive jurisdiction of any civil action
which arises out of an import transaction and which is commenced by the United
States—
(1)  to recover a civil penalty under section 592, 593A, 641(b)(6), 641(d)(2)(A),
704(1)(2), or 734(i)(2) of the Tariff Act of 1930;
(2)  to recover upon a bond relating to the importation of merchandise required by
the laws of the United States or by the Secretary of the Treasury; or
(3) torecover customs duties.
28 US.C. § 1582.
14.  Id §§ 1581-1585.
15.  Section 1583 confers jurisdiction upon the CIT to hear counterclaims, cross-claims,
and third-party claims related to the merchandise that is the subject of the action or related to
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Certain seminal cases have shaped the contours of when the CIT
may consider IP issues. Most notable in this regard is the United States
Supreme Court’s decision in K Mart Corp. v. Cartier; Inc., a case dealing
with gray market goods, which had broad implications for the CIT’s
jurisdiction.” In essence, that decision was the death knell for much of
the CIT’s ability to consider IP issues. In Sakar International v. United
States, the CIT distinguished K Mart and asserted jurisdiction in a case
involving goods bearing a counterfeit trademark.” The United States
Court of Appeals for the Federal Circuit (Federal Circuit), however,
vacated the CIT’s decision on the issue of jurisdiction,” thereby
extinguishing the possibility that the CIT might be able to overcome the
obstacles imposed on it via the K Mart decision. The Sakar case is
discussed in more detail nfia Part IV.B.

Inasmuch as the issues surrounding gray market goods are complex,
this Article does not delve into the substance of the K Mart decision
(about which much has already been written). Rather, the focus here is
on those aspects of the Supreme Court’s decision that had an effect on the
CIT’s jurisdiction. In Vivitar Corp. v. United States (one of the cases that
led to the K Mart decision), the Federal Circuit upheld the CIT’s
assertion of jurisdiction under 28 U.S.C. § 1581(i)(3) and (i)(4) to hear a
challenge to a regulation interpreting 19 US.C. § 1526(a), which
provides that merchandise of foreign manufacture bearing a registered
and recorded trademark owned by a U.S. citizen, corporation, or
association is prohibited from entry into the United States absent consent
of the trademark owner.” The Federal Circuit concluded that this import
prohibition constituted an “embargo” within the meaning of 28 U.S.C.
§ 1581(1)(3), thereby conferring jurisdiction upon the CIT to hear the
case.” In K Mart, however, the Supreme Court effectively overturned the
Federal Circuit’s jurisdictional holding, concluding that § 1526(a) did not
create an “embargo.””

recovery on a bond or of customs duties related to the merchandise subject to the action. /d.
§ 1583. Arguably, IP-related issues might become injected via such a route.

16. K Mart Corp. v. Cartier, Inc., 485 U.S. 176 (1988).

17.  Sakar Int’l, Inc. v. United States, 30 Ct. Int’l Trade 1925, 1934, 1939 (2006).

18.  Sakar Int’l, Inc. v. United States, 516 F.3d 1340, 1347-50 (Fed. Cir. 2008).

19.  Vivitar Corp. v. United States, 761 F.2d 1552, 1557, 1560 (Fed. Cir. 1985). The
Supreme Court denied certiorari in the Vivitarcase; however, it accepted the petition for certiorari
in the K Mart case to resolve a conflict in the circuits, with Vivitarbeing one of the cases leading
to the conflict. K Mart, 485 U.S. at 182.

20.  Viwitar, 761 F.2d at 1560.

21. K Mart, 485 U.S. at 185. The Federal Circuit had also found jurisdiction to exist
under § 1581(i)(4) as a corollary to protest jurisdiction under § 1581(a). Vivitar, 761 F.2d at
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The Supreme Court reasoned as follows: “[T]he ordinary meaning
of ‘embargo,” and the meaning that Congress apparently adopted in the
statutory language ‘embargoes or other quantitative restrictions,’ is a
governmentally imposed quantitative restriction—of zero—on the
importation of merchandise.”” The Court further explained:

An importation prohibition is not an embargo if rather than reflecting a
governmental restriction on the quantity of a particular product that will
enter, it merely provides a mechanism by which a private party might, at its
own option, enlist the Governments aid in restricting the quantity of
imports in order to enforce a private right.”

The Supreme Court’s opinion in K Mart also noted that embargoes, as
referred to in 28 U.S.C. § 1581(i)(3), are not confined to embargoes that
are grounded in trade policy, but typically serve a governmental purpose,
for example, to protect public health, safety, or morality, or to further
interests related to law enforcement, foreign affairs, or ecology.” In
today’s climate, one wonders whether protection of IP rights might not
also have been included in such a listing. Nevertheless, the K Mart
holding, by concluding that enforcement of a trademark right under 19
US.C. § 1526(a) constituted enforcement of a private right and did not
serve a governmental purpose and thus did not effectuate an “embargo,”
cut off a line of argumentation that would have brought various actions
related to enforcement of IP rights within the CIT’s jurisdiction.

III. REVIEW OF UNITED STATES CUSTOMS AND BORDER
PROTECTION’S DECISIONS RELATED TO UNITED STATES
INTERNATIONAL TRADE COMMISSION EXCLUSION ORDERS

Under section 337, if the ITC finds a violation of the statute by
virtue of patent, trademark, or copyright infringement,” the agency can

1560. The Supreme Court likewise rejected such a finding because no actual protest had been
involved in that case. K Mart, 485 U.S. at 190-91.

22. K Mart, 485 U.S. at 185.

23. I

24. Id at 184.

25. 19 US.C. § 1337 (2006). Section 337 prohibits unfair acts and unfair trade practices
with respect to imported goods and provides remedies against such acts/practices. /d. Over 90%
of section 337 investigations involve allegations of patent infringement as the unfair act.
SHAYERAH ILIAS, CONG. RESEARCH SERV., CRS REPORT FOR CONGRESS—INTELLECTUAL
PROPERTY RIGHTS PROTECTION AND ENFORCEMENT: SECTION 337 OF THE TARIFF ACT OF 1930
(May 16, 2008). However, other types of unfair acts covered by section 337, in addition to patent,
trademark, and copyright infringement, include trade secret theft, false marking, trade dress
misappropriation, and many more. U.S. INT'L TRADE COMM’N, SECTION 337 INVESTIGATIONS:
ANSWERS TO FREQUENTLY ASKED QUESTIONS 1 (Mar. 2009).



20111 CIT AND INTELLECTUAL PROPERTY RIGHTS 633

issue relief in the form of a general or limited exclusion order against the
relevant infringing imports.” Exclusion orders direct that infringing
goods be excluded from entry into the United States. CBP is charged
with enforcing ITC exclusion orders.” Such enforcement entails having
CBP determine whether goods sought to be imported are infringing or
not,” as outlined by the ITC’ underlying decision and the terms of the
exclusion order. Assuming that CBP decides to exclude the goods in
question, importers desiring to demonstrate that their merchandise is
entitled to admission despite the exclusion order may file a protest with
CBP setting forth the reasons why the merchandise should be admitted.”
If the protest is denied, then an importer may seek CIT review of the
denial of the protest.” Thus, importers whose goods have been excluded
pursuant to a section 337 exclusion order generally invoke 28 U.S.C.
§ 1581(a) in seeking review at the CIT.

However, importers are not the only parties who may be dissatisfied
with a CBP decision regarding enforcement of an ITC exclusion order.
CBP may also determine that goods sought to be entered are
noninfringing and therefore permit their entry. The owner of a patent or
other IP right may disagree with that decision. Because only certain
parties may file protests—namely, importers and those similarly situated
to importers’—IP owners are normally precluded from seeking review at
the CIT via 28 U.S.C. § 1581(a), because that provision only permits
review of the denial of a protest. Rather, if CBP allows entry of goods,
patent owners generally must rely on 28 U.S.C. § 1581(h) and/or (i) in
seeking review at the CIT.

The cases discussed below demonstrate the rationale the CIT uses
in assuming or rejecting jurisdiction, as well as the difficulties patent and
other IP right owners often face when seeking review of CBP decisions.

26.  The ITC can also issue a cease and desist order, which proscribes certain conduct; the
ITC itself enforces cease and desist orders. Because CBP has no role with respect to ITC cease
and desist orders, currently, the CIT likewise has no role with respect to their enforcement. This
could change under proposals to enhance the CIT’s jurisdiction, discussed, see infia Part V1.

27.  See19 US.C.§ 1337(d).

28.  Technically speaking, CBP does not make decisions as to “infringement”—rather, it
decides whether goods are covered by an exclusion order or not. In reality, however, a finding of
coverage is the equivalent of a finding of infringement.

29. Id §1514(a)4). This section permits protests of CBP decisions to exclude
merchandise from entry, except determinations appealable under section 337 /d However,
section 337 limits appeals under that section to appeals of the ITC’s determinations, and thus does
not cover determinations by CBP. /d. § 1337(c).

30. 28 U.S.C. § 1581(a) (2006).

31.  19US.C. § 1514(c)(2).
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A. Importers’ Challenges

Prior to bringing the CIT action in Jazz Photo Corp. v. United
States” (and its progeny),” Jazz Photo Corporation (Jazz) filed a protest
with CBP challenging the agency’s decision to exclude two shipments of
lens-fitted film packages—also known as disposable cameras—from
entry into the Port of Long Beach.” Denying the protest, CBP concluded
that Jazz had failed to prove that its imported cameras were outside the
scope of a general exclusion order issued by the ITC.* Without debate or
explanation, the CIT assumed jurisdiction under § 1581(a).” The court
held a multiday trial and was required to review de novo CBP’s decision.
The question for the CIT was whether the cameras at issue underwent a
patent-exhausting first sale in the United States, which would render
them not subject to the ITC’ exclusion order.” The CIT concluded that
the plaintiff had met its burden of proof that certain cameras fell outside
the scope of the exclusion order but failed to meet its burden of proof
with respect to other cameras.™

The plaintiff importer in Atmel Corp. v. United States was less
successful when it challenged CBP’s enforcement of an ITC exclusion
order barring certain erasable, programmable read-only memories
(EPROMSs) from the United States due to patent infringement.” The
plaintiff claimed jurisdiction under either § 1581(a) or (i), as well as (h)
for shipments not yet entered; the court found all three bases
inapplicable.”  First, the CIT dismissed the claim brought under
§ 1581(a) because the plaintiff’s protest did not contain all of the
required elements, nor did CBP issue a written denial of the “protest.”"
Similarly, the absence of a CBP ruling precluded jurisdiction under

32.  Jazz Photo Corp. v. United States, 28 Ct. Int’l Trade 1954 (2004), aff'd, 439 F.3d 1344
(Fed. Cir. 2006).

33.  Jazz Photo Corp. v. United States, 597 F. Supp. 2d 1364 (Ct. Int’l Trade 2008); Jazz
Photo Corp. v. United States, 502 F. Supp. 2d 1277 (Ct. Int’l Trade 2007); Jazz Photo Corp. v.
United States, 29 Ct. Int’l Trade 65 (2005); Jazz Photo Corp. v. United States, 29 Ct. Int’l Trade
60 (2005).

34.  Jazz Photo, 28 Ct. Int’] Trade at 1954.

35.  Id at 1954-55 (citing Certain Lens-Fitted Film Packages, Inv. No. 337-TA-406,
USITC Pub. 3219 (1999) (Final)).

36. Id at 1956.

37. Id at 1959.

38.  Idat1977.

39.  Atmel Corp. v. United States, 13 Ct. Int’l Trade 679, 679, 681 (1989).

40. Id at 681-82.

41. Id at 680-81.
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§ 1581(h).”  Finally, the court denied jurisdiction under § 1581(i)
because the plaintiff could have obtained timely review under § 1581(a)
but did not.”

While the Jazz Photo line of cases demonstrates the relative ease
with which importers may invoke the CIT’s jurisdiction to challenge
denials of timely filed, valid protests, patent owners challenging CBP’s
enforcement of exclusion orders often face significant hurdles.

B, Patent Owners and Other Holders of Intellectual Property Rights

Eaton Corp. v. United States involved a plaintiff seeking to compel
CBP to enforce a section 337 limited exclusion order for certain
imported infringing automated mechanical transmission (AMT) systems
for light and heavy trucks.” The plaintiff claimed that, although a limited
exclusion order was in effect, CBP disregarded the order and allowed
importation of redesigned AMT systems that were accompanied by a
certification of noncoverage by the exclusion order.” The plaintiff
sought: (1) a declaratory judgment declaring, inter alia, that CBP’s
enforcement position was arbitrary, capricious, and an abuse of
discretion, and (2)a temporary restraining order and a preliminary
injunction ordering CBP to exclude the AMT systems."

Subject matter jurisdiction was alleged under 28 U.S.C.
§ 1581(1)(3), claiming the presence of an embargo or other quantitative
restriction, and (i)(4), alleging the action involved ““‘administration and
enforcement with respect to matters referred to in paragraph[] (3) of ...
subsection [1581(i)] and subsections (a)-(h) of ... [1581]””" The
government asserted as an affirmative defense that, to the extent the
action sought a declaratory judgment related to the admissibility of
merchandise, it fell within the court’s § 1581(h) jurisdiction.” The court,
however, agreed with the government’s argument that § 1581(h) was
inapplicable because the plaintiff had not made the necessary showing of
irreparable harm.”

With respect to § 1581(i), the court reasoned that it was “not
imperative [at that stage of the proceedings to] conclusively determine

42. Id at 681-82.

43.  Id at 682.

44.  Eaton Corp. v. United States, 29 Ct. Int’l Trade 1149, 1150 (2005).
45.  Id at 1154-57.

46. Id at 1159-60.

47.  Id. at 1161 (quoting the plaintiff’s complaint).

48. Id

49. Id
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jurisdiction over the case as a predicate to ruling on the merits of
threshold equitable relief™ After weighing the factors for injunctive
relief, the court granted the injunction.” Ultimately, the appeal related to
this case was voluntarily dismissed.”

As in FEaton, in Funai Electric Co. v. United States, the plaintiff
sought a temporary restraining order and preliminary injunction
declaring CBP’s nonenforcement of a section 337 exclusion order
arbitrary, capricious, and an abuse of discretion.™ After the ITC issued a
limited exclusion order covering all the respondents’ televisions
incorporating plaintift’s patented chipsets, certain respondents in the
section 337 action requested ex parte and received a CBP ruling
declaring that current television models which incorporate plaintiff’s
patented chipsets were not covered by the exclusion order.™ The plaintiff
sought review by the CIT, claiming jurisdiction under § 1581(h) and (i)
and seeking a judgment, inter alia, declaring CBP’s ruling letter null and
void; declaring CBP’s enforcement position arbitrary, capricious, and an
abuse of discretion; and declaring that the redesigned televisions were
subject to the ITC exclusion order.” The court, consistent with FEaton,
held that it lacked jurisdiction under § 1581(h).” Further, the court held
that because the plaintiff’s claim did not arise out of: (1) a law providing
for revenue from imports or tonnage; (2) a law providing for import
tariffs, duties, fees, or taxes; or (3) an embargo or quantitative restriction,
jurisdiction under § 1581(i) did not lie.”” While acknowledging that an
injunction had been granted in Faton, the CIT explained that a
“subsequent reading” of relevant precedent “does not lead this court to
conclude that the current state of the law supports plaintiff’s position” on
jurisdiction.™ The court did, however, acknowledge the jurisdictional
conundrum, stating that while “[i]t possesses only that power authorized
by the Constitution and federal statutes, which is not to be expanded by
judicial decree . . . the restrictive statutory scheme of § 1581(a)-(h) and

50. Id at1162.

51. Idatl1l67.

52.  Eaton Corp. v. United States, 186 F. App’x 999 (Fed. Cir. 2006).

53.  Funai Elec. Co. v. United States, 645 E. Supp. 2d 1351, 1352, 1355 (Ct. Int’l Trade

54.  Id at 1354-55.

55.  Id at 1355-56.

56. Id at1357.

57. 1d;28US.C. § 1581(i) (2006).

58.  Funai Elec., 645 F. Supp. 2d at 1357.
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its relationship to § 1581(i) should be reexamined, but that process
remains the province of higher authority.™

This Article posits that such a jurisdictional disequilibrium is not
appropriate, especially given the current emphasis on enforcement of IP
rights. A patent owner should be able to have the same right of redress
with the CIT when it disagrees with a CBP decision not to exclude goods
as an importer has when CBP decides to exclude its goods. This type of
disequilibrium may or may not be justified with respect to ordinary
decisions by CBP as to valuation and classification, where a nonim-
porting party does not have a statutorily created, legally cognizable,
protectable right.” In the statutory IP right context, however, the IP
owner has a federally protected right and, therefore, has all of the
characteristics of a party that should have standing to bring an action
when it believes a government agency has wrongfully acted in a way so
as to deprive it of its rights. In this regard, it should be noted that certain
provisions in proposals to enlarge the CIT’s jurisdiction (discussed in
more detail in Part VI) might cure this disequilibrium.

Moreover, it is not certain that the court’s narrow reading of the
term “embargo” was the required result. While the K Mart decision
placed restrictions on the reading of the term, that case clearly had
nothing to do with ITC exclusion orders. One can distinguish ITC
exclusion orders. In a trademark recordation context (which was at issue
in K Mar?), there is no overarching order issued by the government,
decreeing that imports of a certain type are barred from entry for a
prescribed period of time. Rather, if a trademark owner has recorded its
registered trademark with CBP on an entry-by-entry basis, CBP may
detain (and ultimately seize) goods that it determines to be infringing, as
prescribed by CBP’s regulations.” An ITC exclusion order, in contrast, is
a governmental restriction; while the statutory import prohibition set
forth in section 337 may merely provide a mechanism by which a private
party may enlist the government’s aid to restrict the quantity of imports to
enforce a private right, the exclusion order is a governmental order issued
by one federal agency and automatically enforced by another government
agency. That CBP must decide whether goods are infringing and,
therefore, fit within the terms of the exclusion order is no different from

59.  Id at 1357-58 (internal quotation marks omitted).

60. The author takes no position as to whether nonimporters generally should have a
greater opportunity to seek review before the CIT, since such a topic is beyond the scope of this
Article. Rather, this Article acknowledges the special nature of statutorily granted IP rights.

61. 19 CFR. § 133.1-.27 (2010).
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CBP having to decide whether certain textiles are of a quota-country-
origin and, therefore, excludable due to the quota having already been
met or whether certain rolled tobacco products qualify as cigars and
whether they are of Cuban origin and thus barred from entry by virtue of
the longstanding prohibition on imports from Cuba. In all three
situations, CBP is deciding whether goods are barred from entry due to a
specific import prohibition ordered by the U.S. government. Indeed, as
discussed further in Part IV.B, the overriding public policy implicated by
an ITC exclusion order has been recognized by at least one district court.

IV. TRADEMARKS AND COPYRIGHTS RECORDED WITH CUSTOMS AND
BORDER PROTECTION

A. Importations in the Face of Recorded Trademarks and Copyrights

The owner of a federally registered trademark or copyright is
entitled to record the mark or copyright with CBP so that CBP can then
police imports of goods that potentially infringe the owner’s IP rights.”
A number of CIT cases have addressed the question of whether the
decisions of CBP under these regulations are subject to review by the
CIT. The answer to the question is neither simple nor uniform and turns
very much on the specific procedural posture of a given case. In
summary, if the CBP decision is characterized as an exclusion of
merchandise such that it is a protestable decision, then the CIT may
assume jurisdiction under 28 U.S.C. § 1581(a) if a timely filed protest is
denied.” Similarly, if the CBP decision is a notice of redelivery such that
it is a protestable decision, then the CIT may assume jurisdiction under
28 U.S.C. § 1581(a) if a timely filed protest is denied.” Also, if there is a
charge or exaction by CBP, and a timely filed protest thereof is denied,
then jurisdiction might also lie with the CIT.” If the CBP decision relates
to a bonding/procedural issue, then the CIT may determine that it
possesses jurisdiction.” If, on the other hand, the CBP decision results in
a seizure or forfeiture, then jurisdiction will lie in the district courts rather

62. Id 19 C.ER. § 133.1-.53 (CBP regulations providing for recordation and enforcement
procedures).

63. See, eg., Luxury Int’l, Inc. v. United States, 24 Ct. Int’l Trade 168, 170, 172 (2000)
(exercising jurisdiction because at issue was the requested exclusion of goods allegedly infringing
certain copyrights).

64. 28 US.C. § 1581(a) (2006); 19 US.C. § 1514(a)(4).

65. 28US.C.§ 1581(a); 19 US.C. § 1515.

66.  See Schaper Mfg. Co. v. Regan, 5 Ct. Int’l Trade 266, 266, 271-72 (1983) (involving
the question of whether the plaintiff IP owner was unlawfully deprived of the return of a bond
posted with respect to piratical copies originally sought to be excluded by the owner).
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than at the CIT.” Further, if the party seeking judicial review is not the
importer, but rather is the trademark or copyright owner, that party must
somehow establish jurisdiction under § 1581(h) with respect to a
preimportation ruling that causes it irreparable harm,” or under
§ 1581(1)(2) or (4) (it is unlikely, however, that a scenario under (i)(2)
would arise).

The above summary constitutes this author’s best attempt to
summarize the state of the law as to when the CIT may or will hear a
case dealing with trademark or copyright issues. But the lines drawn in
this Article are far from clear and even the court has acknowledged some
inconsistent results. One additional relevant factor appears to be that if a
case is more likely to involve a substantive determination as to trademark
or copyright infringement, the CIT may be less likely to assert
jurisdiction.” Given these murky jurisdictional waters, however, it is not
surprising that CIT cases involving IP rights have not been very
numerous.

B, Private versus Public Rights

In Sakar, the CIT attempted to draw a distinction between cases
involving 19 U.S.C. § 1526(a), gray market goods, as at issue in K Mart,
and those involving § 1526(e), where counterfeits are at issue.” The CIT
found a more absolute government prohibition in the situation of
counterfeit goods and accordingly held that the prohibition constituted an
embargo.” Because the Supreme Court had found an embargo lacking in
cases involving § 1526(a), the CIT explained at length why § 1526(¢)
presented a different situation and why the Sakar case did involve an
embargo.” Despite the CIT% detailed analysis, the Federal Circuit
disagreed and found that there was no embargo at issue.”

67. SeeH & H Wholesale Servs., Inc. v. United States, 30 Ct. Int’l Trade 689, 692 (2006)
(outlining differences between exclusion and seizure, and finding that case involved seizure,
therefore depriving the CIT of jurisdiction); see also CDCOM (U.S.A.) Int’l, Inc. v. United States,
21 Ct. Int’l Trade 435, 437-40 (1997) (finding no jurisdiction because seizure was at issue and
also commenting that when a trademark issue is substantive, as opposed to incidental, the CIT
should defer to the jurisdiction of the district courts).

68.  Animporter also may seek review by the CIT of a preimportation CBP ruling, as was
done in Ross Cosmetics Distribution Centers, Inc. v. United States, 18 Ct. Int’l Trade 979, 979,
990 (1994) (upholding the trademark infringement finding by CBP).

69. See CDCOM, 21 Ct. Int’l Trade at 440.

70.  Sakar Int’l, Inc. v. United States, 30 Ct. Int’l Trade 1925, 1934-35 (2006).

71.  Id at 1939.

72.  Id at 1934-38.

73.  Sakar Int’l, Inc. v. United States, 516 F.3d 1340, 1347 (2008).
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In so holding, the Federal Circuit characterized the IP right sought
to be enforced as a private right.” Query, especially in the twenty-first-
century United States, whether this is a correct characterization. Federal
statutory-based IP rights are different from contracts, for example. A
contract is an agreement between two private parties and the government
is not at all involved. In contrast, statutory IP rights are rights granted by
the government.” An inventor or artist invents or creates the IP, for
example, a product or design or mark, but it is the federal government, by
virtue of statute, which grants a bundle of rights to accompany the
patented product, copyrighted design, or registered trademark. The
government can alter those rights—as it did with patent terms in 1995—
when the term of a patent was changed from seventeen years to twenty
years.” The government also registers and records those rights.” And the
government has been charged with assisting in enforcement of those
rights.”

In addition, given the significant percentage of the U.S. gross
domestic product (GDP) which is today attributable to IP,” the U.S.
government has a tremendous interest in ensuring a favorable climate for
the development and protection of IP so as not to devastate the U.S.
economy. It is estimated that IP industries/IP-intensive industries
account for more than 50% of U.S. exports.” These types of statistics
underscore the importance of IP. Other statistics illustrate the economic
damage that can be caused by theft of IP. Studies estimate that copyright
piracy affecting the U.S. movie, recording, software, and video game
industries costs the U.S. economy $58 billion in total output, 373,375
jobs, $16.3 billion in earnings, and $2.6 billion in tax revenues annually.”
Government enforcement of IP rights, however, makes only a small dent
in combating IP theft. For example, in 2009, the value of domestic
seizures by Customs and other U.S. law enforcement agencies of goods

74. Id at 1349.

75. US.ConsT.art], § 8,cl. 8.

76. 35US.C.A. § 154(a)(2) (West 2010).

77.  See, eg, 19 CER. § 133.1 (2010) (trademark recordations); zd. § 133.31 (copyright
recordations).

78.  See, eg, 1d. § 133.25-27, 43, .46 (CBP enforcement); ESPINEL, supra note 3, at 29
(Department of Justice enforcement).

79.  See ESPINEL, supra note 3, at 52 (citing a submission reporting that IP-based
industries account for more than $5 trillion of the U.S. GDP).

80. Id at56.

81. Id at52,55.
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violating IP rights was $261 million, up from $93 million in 2005.”
From January 1, 2010 through May 19, 2010, through its IP theft
enforcement activities, United States Immigration and Customs
Enforcement (ICE) seized goods valued at more than $358 million.”
Nevertheless, these examples demonstrate how important IP is to the
U.S. economy, how theft of IP rights can have an adverse effect on the
economy, and how significant the interests of the U.S. government are
and should be with respect to enforcement of IP rights. In other words,
enforcement of IP rights is an important matter of public policy.

Indeed, at least one federal district court has recognized that the
government’s enforcement of IP rights under section 337 is not simply
the enforcement of a private right. In United States International Trade
Commission v. Jaffe, the question posed was whether the automatic stay
provision of the bankruptcy laws—11 U.S.C. § 362—applies to section
337 proceedings, such that the latter should be stayed when parallel
bankruptcy proceedings affect a party to the section 337 investigation.™
More specifically, the question to be resolved by the district court was
whether the police and regulatory power exception (§ 362(b)(4)) was
applicable to a section 337 proceeding.” In concluding that the
exception applied, Judge Ellis held that a section 337 proceeding
vindicates the public interest, as opposed to a private party’s rights.”

The automatic stay provision does not apply with respect to “an
action or proceeding by a governmental unit ... to enforce such
governmental unit’s ... police or regulatory power.”” Thus, the court
first had to resolve whether the section 337 action was an action by a
governmental unit. Even though the proceeding began with the filing of
a complaint by a private party, the court found persuasive the fact that the
ITC took affirmative steps to order the commencement of the
investigation.” The court also held that the action promotes public safety
and welfare and effectuates public policy rather than adjudicating private
rights.” The court reasoned that the “statutes and regulations governing

82. U.S. IMMIGRATION & CUSTOMS ENFORCEMENT & CBP, INTELLECTUAL PROPERTY
RIGHTS SEIZURE STATISTICS: FISCAL YEAR 2009, at 2, 6 (Oct. 2009), http://www.cbp.gov/
linkhandler/cgov/trade/priority_trade/ipr/pubs/seizure/fy09_stats.ctt/fy09_stats.pdf.

83.  ESPINEL, supranote 3, at 40.

84. ITCw. Jaffe, 433 B.R. 538, 539 (E.D. Va. 2010).

85. Id

86.  Id at 546.

87. 11 US.C. § 362(b)(4) (2006).

88.  Jaffe,433 B.R. at 543.

89. Id at 544.
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ITC §337 investigations plainly evidence an objective purpose of
protecting the public interest at each stage of the ITC investigation.™ It
cited the ITC’s consultations with other federal agencies, the statute’s
requirement that the agency consider the impact of its determination on
the public health and welfare and competitive conditions in the U.S.
economy and U.S. consumers, and the directive that the agency may
decline to issue a remedy if doing so would be contrary to the public
interest.”” The court also noted that the President has the authority to
disapprove a section 337 remedy on public policy grounds.” Finally, the
court also pointed out that there is no provision for monetary damages in
a section 337 proceeding, and that the ITC’s decisions as to patent issues
have no preclusive effect in a federal court.”

While a section 337 proceeding entails much more extensive
governmental involvement than does a trademark or copyright
recordation with CBP, the reasoning employed by Judge Ellis can to
some extent be applied in the latter context. The result sought from a
recordation is to not have infringing goods enter the stream of U.S.
commerce—the IP owner does not receive money damages. Rather, U.S.
consumers (and the IP right owner) are protected from infringers. Also,
the infringement decisions of CBP have no preclusive effect. Thus, the
import prohibition imposed by virtue of a trademark owner federally
registering and recording its mark, and then asking CBP to enforce the
statutorily granted exclusivity, is not simply a private enforcement. The
U.S. government is enlisted to effectuate the public policy of IP right
protection.

Moreover, in the import arena, Congress has recognized that IP
rights granted by virtue of a federal statute deserve special treatment.
Until 1988, section 337 had required complainants, in order to prevail, to
prove some type of injury to a U.S. industry.” In amending section 337
in 1988, Congress removed the injury requirement in cases involving a
federally registered patent, copyright, trademark, or mask work.” Thus,
while in a trade secret theft case, or a common law trademark
infringement case, for example, a complainant must prove economic

90. Id at 545.

91. Seel9US.C. § 1337(d)(1).

92. Jaffe, 433 B.R. at 545; see 19 US.C. § 1337()(2).

93.  Jaffe, 433 B.R. at 546.

94. In antitrust type cases, the “injury” is the restraint of trade. See 19 U.S.C.
§ 1337(a)(1)(A)(iii).

95.  H.R. Rep. No. 100-40, at 154 (1987); S. REP. No. 100-71, at 127 (1987). Federally
registered boat hull designs were later added to this list. See 19 U.S.C. § 1337(a)(1)(E).
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injury, in so-called statutory-based section 337 investigations, injury is
presumed.” The legislative history for this change supports the notion
that federally granted IP rights are special. The House and Senate reports
note that, while the original focus of section 337 was not IP, 95% of the
section 337 cases initiated between 1974 and 1987 involved statutory IP
rights.” Hence, there was a belief that the injury requirement of section
337, designed for the broad context originally intended in the statute,
made no sense in the IP arena. Further, the legislative history notes that
importation of any infringing merchandise derogates from the statutory
right, diminishing the value of the IP, and thus indirectly harming the
public interest.” Therefore, requiring proof of injury beyond that shown
by proof of infringement was deemed not to be necessary.” Hence, in
amending section 337 in 1988, Congress expressly acknowledged the
special nature of, and effectively elevated, statutorily granted federal IP
rights.

V. VIOLATIONS OF 19 U.S.C. § 1592

Certifications by importers are not uncommon after a section 337
exclusion order has been issued. In other words, the importer—because
of a redesign, change in sourcing, or otherwise—certifies upon
importation that the products which it seeks to import are noninfringing.
Submitting a false certification would presumably run afoul of 19 U.S.C.
§ 1592, as negligence, gross negligence, or fraud. Assuming CBP
imposes a § 1592 penalty, an importer challenging the imposition of the
penalty might argue that the certification was in fact not false because
the products at issue are noninfringing. In such a situation, the CIT
would presumably be required to evaluate the importer’s defense by
analyzing whether the goods are indeed noninfringing, since the CIT
must try the issues de novo."”

Notably, however, not all cases related to a violation of § 1592 can
be tried in the CIT—only cases for the recovery of a § 1592 penalty;

96. H.R.RepNo. 100-40, at 154; S. Rep.No. 100-71, at 128.

97. H.R.Rep No. 100-40, at 155; S. REp. No. 100-71, at 128.

98. H.R.REPr.No. 100-40, at 156; S. REP. No. 100-71, at 128-29.

99. H.R.REpr.No. 100-40, at 155; S. REpNo. 100-71, at 129.

100. 19 US.C. § 1592(e) (2006) (“Notwithstanding any other provision of law, in any
proceeding commenced by the United States in the Court of International Trade for the recovery
of any monetary penalty claimed under this section—(1) all issues, including the amount of the
penalty, shall be tried de novo.”).
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otherwise, actions for violations of § 1592 must be brought in federal
district court."

Research conducted for this Article revealed no federal cases
involving allegations of false certification pursuant to a section 337
exclusion order certification provision. However, the certification
provision in Certain Amorphous Metal Alloys and Amorphous Metal
Articles, for example, expressly provided that CBP may bring an action
for false certification or documentation under 19 U.S.C. § 1592.'"

Furthermore, there are other ways that an importer can run afoul of
§ 1592, even without submitting a false certification. Material and false
acts and material omissions in entering goods also violate the statute."
Hence, there is presumably room for CBP to assert that a knowing
importation of goods that come within the purview of an exclusion order,
or some other knowing importation of infringing goods, constitutes a
violation of § 1592.

VI. PROPOSALS TO EXPAND THE UNITED STATES COURT OF
INTERNATIONAL TRADE’S JURISDICTION

Over the last several years, the Customs and International Trade Bar
Association (CITBA) and others have drafted proposals for legislation
that would enhance the CIT’s jurisdiction.” As explained on CITBA’
Web site, the proposals are designed to correct certain jurisdictional
anomalies and also to place review of certain additional international
trade and customs matters within the purview of the CIT, rather than the
federal district courts.” It is not the purpose of this Article to review
those proposals at length. However, highlighted below are certain
provisions of one of the proposals, which might provide additional
avenues for the CIT to review IP-related issues." It should be kept in
mind, however, that no bill has to date been introduced; accordingly, the

101. See, e.g., Tri-State Hosp. Supply Corp. v. United States, No. 00-01463 (HHK), 2007
U.S. Dist. LEXIS 48609, at *4-7 (D.D.C. July 6, 2007).

102. Certain Amorphous Alloys & Amorphous Metal Articles, Inv. No. 337-TA-143, 1987
ITC LEXIS 172, at *22-23 (ITC Nov. 1987).

103. Id

104. See CIT Jurisdiction Legislation, CUSTOMS & INT’L TRADE BAR ASS’N, http://www.
citba.org/CIT]JurisdictionLegislation.php (last visited Feb. 10, 2011).

105. Id.

106. The jurisdictional proposals have been through a number of iterations. /d. Unless
otherwise noted, discussed herein are the provisions believed by the author to be the most current
proposals as of February 2011. Further, the author notes that explanations for the proposed
amendments in most instances are not those of the author, but have been borrowed from
explanations accompanying the legislative proposals.



20111 CIT AND INTELLECTUAL PROPERTY RIGHTS 645

provisions discussed below, at this juncture, are simply proposals by
persons and organizations interested in litigation before the CIT.

Likely to have an effect on IP-related cases would be section 302 of
the proposed legislation, which would add a subsection (b) to 28 U.S.C.
§ 1582, to grant the CIT jurisdiction over actions involving seizures, and
which would expand the types of actions that come within subsection (a)
of § 1582."

Section 1582 governs the jurisdiction of the CIT in actions
commenced by the United States relating to certain customs enforcement
actions and duty collection. Under the present law, the CIT has
“jurisdiction of any civil action which arises out of an import transaction
and which is commenced by the United States ... to recover a civil
penalty under” certain enumerated statutory provisions.™  These
provisions represented the main customs civil penalties when § 1582 was
last amended, but since then a number of additional civil penalties or
fines have been enacted. With respect to IP rights, for example, penalties
for aiding and abetting the importation of goods in violation of a U.S.
trademark have been added.” Under the proposed legislation, new
subdivision (a)(1) of § 1582 would give the CIT “jurisdiction of any civil
action which is commenced by the United States . .. to recover a civil
penalty under any provision of the Tariff Act of 1930 or any other
provision of law governing the importation or exportation of
merchandise.”" Thus, trademark penalty actions under § 1526(f) would
be included within the CIT’s jurisdiction.

New clause (a)(1) would also have the effect of giving the CIT
jurisdiction over additional ancillary proceedings related to section 337
enforcement, over which proceedings the district courts currently have
jurisdiction."" Tt would grant jurisdiction to the CIT for civil penalties
assessed for a violation of a section 337 order."” Specifically, the CIT
would have jurisdiction over an action related to a violation of an ITC
cease and desist order (a remedy whereby the ITC can order a party

107. Patrick C. Reed, Customs-Related USCIT Jurisdictional Provisions To Be Considered
by House Trade Subcommittee, CITBA Q. NEWSL., Oct. 2010, at 3, http:/www.citba.org/
documents/CITACT-SummaryofCustomsProvisions.pdf.

108. 28 U.S.C. § 1582(a)(1) (2006).

109. 19 US.C. § 1526(%).

110. Reed, supranote 107, at 3.

111. CustoMs & INT’L TRADE BAR ASS’N, TITLE I: AMENDMENTS TO THE TARIFF ACT OF
1930, at 31-32, http://citba.org/documents/CIT-ACT-EXPLANATION-AUGUST2010.pdf.

112. Id
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located in the United States to cease activities which violate the statute,
such as selling infringing goods out of inventory).""

Further, new subsection (b) of § 1582 would give the CIT
“jurisdiction of any seizure, other than a seizure of narcotics or other
controlled substances, under the Tariff Act of 1930 or any provision of
law relating to the importation of merchandise.”"" Besides imposition of
civil penalties, an additional tool of customs enforcement is the seizure
of merchandise."” Proponents of the proposed legislation have explained
that civil actions for forfeiture and other litigation arising from seizures
are logically within the area of responsibility assigned to the CIT because
they involve government action affecting imported goods and often raise
issues closely related to customs litigation now conducted in the CIT."*

The allocation of jurisdiction over customs seizures to district courts
in the present law has created some anomalies. First, although the main
customs penalty statute is within the jurisdiction of the CIT, that statute
currently provides for forfeiture only in very limited situations."”
Therefore, nearly all cases in which the government wishes to seek both
forfeiture and recovery of customs penalties must be bifurcated between
a district court for the forfeiture and the CIT for the penalties. Second, in
some instances, a case has begun as an “exclusion” of merchandise that
is subject to judicial review in the CIT, but later was converted into a
“seizure” that is subject to judicial review in a district court.” Thus,
giving the CIT jurisdiction over statutes providing for seizure and
forfeiture would promote jurisdictional clarity.

Notably, the above discussed proposed revisions do not create new
causes of action but simply transfer jurisdiction from the district courts to
the CIT. The purpose of these amendments is to utilize the judicial
resources of the CIT and its expertise in customs and international trade
law more effectively in lawsuits initiated by the United States.

Also likely to have the effect of allowing the CIT to hear more IP-
related cases is the proposed provision enlarging the scope of the CIT’s
residual jurisdiction under § 1581(1). Specifically, it is proposed to add a
new subdivision to the residual jurisdiction provision to cover actions
against the United States that arise out of any federal law providing for

113. Id at 32.

114. Reed, supranote 107, at 3.

115. Id

116. CusToMS & INT’L TRADE BAR ASS’N, supranote 111, at 33.
117. 19 US.C. § 1592 (2006).

118. SeeK Mart v. United States, 485 U.S. 176, 189 (1987).
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“any prohibition or condition on the importation of merchandise.”"” The
purpose of this amendment is to overrule a portion of the Supreme
Court’s reasoning in K Mart™ In K Mart, the Supreme Court gave a
narrow interpretation to the term “embargo or other quantitative
restrictions” in § 1581(i).” The Court stated that “[b]y choosing the
word ‘embargoes’ over the phrase ‘importation prohibitions,’
Congress . . . declined to grant the Court of International Trade exclusive
jurisdiction over importation prohibitions that are not embargoes.”” In
addition, the Court said, “Congress made no provision for direct review
in the Court of International Trade of facial challenges to conditions of
entry.”” The Supreme Court’s interpretation undermines Congress’s
goal of giving the CIT exclusive jurisdiction to conduct judicial review
under the U.S. customs and international trade laws. The proposed
amendment would make it clear that Congress intends the exclusive
jurisdiction of the CIT to extend to federal laws that impose prohibitions
or conditions on the importation of merchandise, as well as embargoes
and quantitative restrictions (and other matters set out in § 1581). As
discussed above, because the term “embargo” has constrained the CIT’s
jurisdiction related to IP matters, this proposed amendment would
broaden the types of IP-related matters that could be considered by the
CIT.

The last provision of the residual jurisdiction clause would also be
amended to include actions related to administration and enforcement
with respect to matters referred to 28 U.S.C. § 1582.”" The purpose of
this amendment is to clarify that aggrieved parties may, in appropriate
cases, invoke the residual jurisdiction of the CIT in customs enforcement
cases, such as proceedings seeking the imposition of monetary civil
penalties for violations of the customs laws or the assessment of
liquidated damages for violation of terms of a customs bond."”

The present law suffers from uncertainty over whether § 1581(i)
encompasses such customs enforcement actions. The CIT has
jurisdiction under 28 U.S.C. § 1582 in government-initiated lawsuits
under the customs penalty laws and other enforcement laws.” “In a

119. Reed, supranote 107, at 2.

120. Id. at 2-3.

121. Id at 3.

122. K Mart, 485 U.S. at 189.

123. Id at 188.

124. Reed, supranote 107, at 3.

125. CusTtoMs & INT’L TRADE BAR ASS’N, supranote 111, at 29.
126. Id.
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number of cases, however, persons aggrieved or adversely affected by
customs enforcement actions have sought judicial review by filing their
own lawsuits instead of waiting for the government to sue.”” The
current language of § 1581(i) does not clearly provide that the CIT has
jurisdiction in such cases. As a result, some cases contesting government
enforcement measures have been filed in district courts.” The proposed
legislation, which specifically adds a reference to § 1582 in § 1581(1), is
based on the premise that all litigation arising from customs enforcement
actions is logically within the subject matter that Congress intended to
assign to the CIT.

Further, section 102 of the proposed bill would make additional
actions and decisions by CBP subject to protest, and thus, subject to
review by the CIT.”” However, whether such an amendment might draw
in additional IP-related issues, is difficult to predict in a vacuum.

VII. CONCLUSION

While the district courts are charged with adjudicating patent,
trademark, and copyright disputes, issues related to IP rights are clearly
present in many import transactions. The CIT thus plays some role with
respect to enforcement of U.S. IP rights. But that role could be much
greater, and in this author’s view, should be. The issues with which the
CIT routinely grapples are in many ways similar to issues confronted in
patent and other [P-related litigation. There is every reason why the CIT,
like the agencies whose actions it reviews, should also be part of the U.S.
government’s efforts to increase IP protection. Indeed, it is rather ironic
that CBP and the ITC are on the frontline in fighting IP theft, while their
reviewing court is largely left on the sidelines. Under the existing
statutory framework and decisional law, room for the CIT to assume a
greater role in IP protection is limited. However, the resources of the
CIT would be put to very good use if the court were better able to assist
in efforts to enhance IP protection. Proposals to enlarge the court’s
jurisdiction should thus pay particular attention to ways in which the
CIT’s resources can be deployed towards the protection of U.S. IP rights.
The most current jurisdictional proposal, by giving the CIT jurisdiction
over actions involving seizures, prohibitions/conditions on importation,
and a variety of civil penalties, appears to take important steps in the

127. Id.
128. Id.
129. Id at2-3.
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direction of having the CIT become more involved in the enforcement of
IP rights.
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