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I.  OVERVIEW OF THE CASE

Between September 3, 2009, and March 10, 2010, Google received
190 reports of paying advertisers using its Web site to sell counterfeit
goods bearing the “Rosetta Stone” trademark." This high number of
counterfeiters followed a change in Google’s ad policy, under which the
popular Internet search engine began to allow third-party advertisers to
use others’ trademarks within the text of their ads.” Google’s search uses
a keyword entered by a user to return a list of relevant links.” Contained
in this list are paid advertisements called “Sponsored Links.” These are
displayed above the natural results in order to cash in on Internet users’
proclivity to click on the link highest up on the page.” The advertisers
purchase “keywords” that when searched for, trigger the appearance of
the purchaser’s advertisement and link." Google’s policy controls what
these advertisers can use as their keyword or in the text of their ad.’

Before 2004, Google’s policy did not allow the use of trademarks as
keywords or in the text of an advertisement at all." In 2004, Google’s
policy changed, and the company began allowing the use of third-party
trademarks as keywords.” In 2009, Google further loosened its policy
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and began permitting the use of trademarks as keywords and in
advertising text."

Rosetta Stone, a publicly traded corporation that produces and
markets language-learning software under the same name, alleged that
since Google’s 2009 policy change, it had been “plagued by
counterfeiters””"'  Further, the company contended that Google’s new
policy created confusion among their customers and misled them into
purchasing counterfeit Rosetta Stone software.”

Rosetta Stone filed suit against Google in the United States District
Court for the Eastern District of Virginia, claiming direct trademark
infringement, contributory trademark infringement, vicarious trademark
infringement, and trademark dilution.” The district court granted
Google’s motion for summary judgment on these claims.” Rosetta Stone
appealed, arguing that the district court erroneously ignored facts and
appropriate summary judgment legal standards.” The United States
Court of Appeals for the Fourth Circuit Aeld that genuine issues of
material fact existed as to whether the Internet search engine operator’s
auctioning of marks to its users amounted to trademark infringement,
contributory infringement, and trademark dilution. Rosetta Stone Ltd. v:
Google, Inc., 676 F.3d 144, 152 (4th Cir. 2012).

II. BACKGROUND
A. Likelihood of Confiision and Nominative Use

The Lanham Act prevents rivals from free riding off of their
competitors’ goodwill or reputation by using a trademark in a way that
misidentifies the manufacturer or sponsor of a good or service." The Act
sets up a list of requirements that a plaintiff must prove in arguing a
direct trademark infringement claim:

10.  /d at 151-52. Under Google’s policy, the trademark could be used in the advertiser’s
text if ““(1) the sponsor is a reseller of a genuine trademarked product; (2) the sponsor makes or
sells component parts for a trademarked product; (3) the sponsor offers compatible parts or goods
for use with the trademarked product; or (4) the sponsor provides information about or reviews a
trademarked product.” /d.

11.  /Id at 150, 152.

12.  Id at152.

13.  Id Rosetta Stone also filed a claim of unjust enrichment, which was dismissed by the
district court. /d. Rosetta Stone appealed this dismissal, but the Fourth Circuit affirmed. /d.
This case note will focus on Rosetta Stone’s trademark claims.

14. Id

15.  Id at 149.

16.  SeeQualitex Co. v. Jacobson Prods. Co., 514 U.S. 159, 162 (1995).
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(1) that it owns a valid and protectable mark; (2) that [the defendant] uses a
“re-production, counterfeit, copy, or colorable imitation” of that mark in
commerce and without [the plaintiff’s] consent; and (3)that [the
defendant’s] use is likely to cause confusion."”

Of these factors, the Fourth Circuit in Sara Lee Corp. v. Kayser-Roth
Corp. identified that the question of infringement boils down to whether
the use of a copy or imitation of the mark is likely to cause confusion."
Using a list similar to that used in Sara Lee, the Fourth Circuit in George
& Co., LLC v. Imagination Entertainment Ltd. then proceeded to
articulate nine factors measuring the likelihood of confusion:

(1) the strength or distinctiveness of the plaintiff’s mark as actually used in
the marketplace; (2) the similarity of the two marks to consumers; (3) the
similarity of the goods or services that the marks identify; (4) the similarity
of the facilities used by the marksholders; (5) the similarity of advertising
used by the marksholders; (6) the defendant’s intent; (7) actual confusion;
(8) the quality of the defendant’s product; and (9) the sophistication of the
consuming public.”

The court maintained that these factors are not to be used as a rigid
formula for finding infringement.” Instead, they are merely a catalog of
considerations that can be relevant depending on the facts of the case.”
However, the United States Court of Appeals for the Third Circuit in
Century 21 Real Estate Corp. v. Lendingtree, Inc. found that several of
these factors were particularly unworkable in a case of nominative
infringement.” In nominative use, the defendant is not purporting to sell
goods that the plaintiff has trademarked, but rather is referencing the
mark in order to describe the plaintiff’s product” For example, in
Volkswagenwerk Aktiengesellschaft v. Church, an automobile manufac-
turer could not prevent an automobile repair shop from using the mark,
Volkswagen. The court held that the defendant could advertise his
repair services with the mark as long as it was used in conjunction with
the word “independent” to distinguish his business from plaintift’s in the

17.  Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 E3d 252, 259 (4th Cir.
2007) (quoting 15 U.S.C. § 1114(1)(a) (2006)).

18. 81 FE3d 455, 463 (4th Cir. 1996).

19. 575 F3d 383, 393 (4th Cir. 2009).

20.  /d (citing Anheuser-Busch, Inc. v. L & L Wings, Inc., 962 F2d 316, 320 (4th Cir.
1992)).

21. Id

22.  425F.3d 211,224 (3d Cir. 2005).

23.  KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 328 F.3d 1061, 1072 (9th
Cir. 2003), vacated, 543 U.S. 111 (2004).

24. 411 F2d 350 (9th Cir. 1969), supplemented by 413 F.2d 1126 (9th Cir. 1969).
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eyes of the customers.” As stated by the court in Century 21 Real Estate,
factors such as similarity between marks and strength of an owner’s mark
will always point towards a likelihood of confusion in a nominative case,
even when confusion was unlikely. Thus, in a case of nominative use,
not all of the factors aid in the analysis.”

The paramount factor in the likelihood of confusion analysis is
often the seventh factor—evidence of actual confusion.”® In George &
Co., LLC v. Imagination Entertainment Ltd., the Fourth Circuit held that
due to the plaintiff’s evidence of only four instances of confusion out of a
sale volume of 500,000, there was a presumption against likelihood of
confusion occurring in the future; therefore, there was no direct
trademark infringement.” The Third Circuit has stated, however, that
even though an absence of actual confusion for an extended period of
time creates a strong inference that there is no likelihood of confusion,
the seventh factor, like all the other factors, is not a requirement to prove
likelihood of confusion.”

B, Contributory Infiingement

A party may be liable for contributory infringement if it has
“culpably facilitatfed] the infringing conduct of the counterfeiting
vendors.””' The United States Court of Appeals for the Second Circuit
found in 7iftany (NJ) Inc. v. eBay; Inc. that an online auction site
proprietor’s use of a jewelry seller’s mark on its Web site and on
sponsored-link advertisements on several search engines did not
constitute direct trademark infringement.” The court’s reasoning focused
on the proprietor’s use of the mark to accurately describe the genuine
seller’s goods offered for resale on the Web site, as well as the fact that
none of the uses suggested that the seller was affiliated with the
proprietor.”

The court in 7iffany also considered the issue of contributory
infringement and applied the /nwood test, which provides that in order
for a party to be liable under contributory infringement, the host must
“intentionally induces another to infringe a trademark” and also must

25.  Century 21 Real Estate, 425 F.3d at 214.

26. Id at224-25.

27. Id

28.  CareFirst of Md., Inc. v. First Care, P.C., 434 F.3d 263, 268 (4th Cir. 2006).
29. 575 F3d 383, 399 (4th Cir. 2009).

30. CareFirst, 434 F.3d at 269.

31.  Tiffany (NJ) Inc. v. eBay, Inc., 600 E3d 93, 103, 106 (2d Cir. 2010).

32. Id at103.

33. Id at 106.



2012] ROSETTA STONE v. GOOGLE 309

“continue[] to supply its [service] to one whom it knows or has reason to
know is engaging in trademark infringement.”* The Second Circuit
refused to accept that general knowledge satisfies the standard that the
defendant knew or had reason to know of the infringing activity, instead
requiring that the service provider have specific knowledge of which
particular listings were or would be infringing.” The Second Circuit thus
affirmed the district court’s finding that by removing a challenged listing
from its Web site, cancelling fees earned from the listing, and warning
buyers and sellers, the defendant was not contributorily liable.”
However, the circuit court did leave a small loophole in that willful
blindness would not protect a service provider from liability for
contributory infringement.”

C.  Dilution

Dilution occurs when the “unauthorized use of a famous trademark
causes the famous mark to lose its selling power and commercial
magnetism—i.e., its ability to distinguish goods or services in the
marketplace.”™ In 1995, Congress passed the Federal Trademark
Dilution Act (FTDA) and federalized trademark dilution for the first
time.” Congress substantially revised the FTDA in 2006 by enacting the
Trademark Dilution Revision Act.” The FTDA currently protects the
owner of a famous mark by entitling him or her to an injunction against a
person who uses his or her mark in commerce in a way that is likely to
cause dilution by blurring or tarnishment of the famous mark." Dilution
can be argued regardless of the presence of consumer confusion or actual
economic injury.” The statute defines “dilution by blurring” as the
“association arising from the similarity between a mark or trade name
and a famous mark that impairs the distinctiveness of the famous mark.””

34.  Id (third alteration in original) (citing Inwood Labs., Inc. v. Ives Labs., Inc., 456 U.S.
844, 854 (1982)).

35.  Id at 107 (citations omitted).

36. Id at 106.

37. Id at109.

38.  David J. Franklyn, Debunking Dilution Doctrine: Toward a Coherent Theory of the
Anti-Free-Rider Principle in American Trademark Law, 56 HASTINGS L.J. 117, 117 (2005).

39.  Federal Trademark Dilution Act of 1995, Pub. L. No. 104-98, 109 Stat. 985 (1995)
(codified as amended at 15 U.S.C. §§ 1051 & note (Short Title of 1996 Amendment), 1125 &
note (Effective Date of 1996 Amendment), 1127 (2006)).

40. Trademark Dilution Revision Act of 2006, Pub. L. No. 109-312, 120 Stat. 1730
(2006) (codified as amended in scattered sections of 15 U.S.C.).

41. 15US.C. § 1125(c)(1).

42. Id

43.  1d. § 1125(c)(2)(B).
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It defines “dilution by tarnishment” as the “association arising from the
similarity between a mark or trade name and a famous mark that harms
the reputation of the famous mark.™ Hence, blurring involves “the
ability of the famous mark uniquely to identify a single source and thus
maintain its selling power””” 1In Louis Vuitton Malletier S.A. v. Haute
Diggity Dog, LLC, the Fourth Circuit summarized the statute’s
requirements for proving trademark dilution as requiring the plaintiff to
show:

(1) that the plaintiff owns a famous mark that is distinctive;

(2) that the defendant has commenced using a mark in commerce that
allegedly is diluting the famous mark;

(3) that a similarity between the defendant’s mark and the famous mark
gives rise to an association between the marks; and

(4) that the association is likely to impair the distinctiveness of the
famous mark or likely to harm the reputation of the famous mark.*

In order for the plaintiff to prove a case of dilution by blurring, the FTDA
provides six additional factors that a court may consider.” These largely
mirror the factors courts consider under the likelihood of confusion
analysis." Similarly, this list of factors is not exclusive or mandatory.”

If these elements of dilution are proven, there is still an affirmative
defense available in the “fair use” exception.” The exception specifically
suggests advertising and parody as examples of what constitutes a
nondiluting fair use of a trademark.”™ To prove fair use, it is the burden of
the defendant to prove that the use that is charged to be an infringement

44, Id § 1125(c)(2)(C).

45.  Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 F3d 252, 265 (4th Cir.
2007).

46.  Id at 264-65.

47. 15US.C. § 1125(c)(2)(B). These factors are:

(i)  The degree of similarity between the mark or trade name and the famous mark.
(i)  The degree of inherent or acquired distinctiveness of the famous mark.
(i) The extent to which the owner of the famous mark is engaging in substantially
exclusive use of the mark.
(iv)  The degree of recognition of the famous mark.
(v)  Whether the user of the mark or trade name intended to create an association
with the famous mark.
(vi)  Any actual association between the mark or trade name and the famous mark.
1d
48.  Compare id. with Sara Lee Corp. v. Kayser-Roth Corp., 81 F3d 455, 463 (4th Cir.
1996).
49.  Louis Vuitton, 507 F.3d at 266.
50. 15 US.C. §1125(c)(3)(A). The defense includes “[a]ny fair use, including a
nominative or descriptive fair use.” /d.
S51. Id § 1125(c)(3)(A)(1)-(ii).
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is descriptive and in good faith.” Hence, the burden is on the plaintiff to
establish a prima facie case of dilution by blurring or tarnishment, and
the defendant may rebut the presumption of infringement by
demonstrating that their use was fair.”

To obtain injunctive relief under dilution, the mark must have
powerful consumer associations such that they are “famous’” The
statute defines this quality as “widely recognized by the general
consuming public of the United States as a designation of source of the
goods or services of the mark’s owner””” The United States Court of
Appeals for the Ninth Circuit elucidated that a famous mark is one that is
a “household name.”™ The court also held that the defendant’s first
diluting use of a famous mark fixes the time by which famousness is to
be measured.” Hence, the mark must be considered famous at the time
of the first diluting use in order to obtain injunctive relief.”

III. COURT’S DECISION

In the noted case, the Fourth Circuit adopted a very fact-specific
interpretation of trademark infringement and dilution evidenced by its
use of a flexible legal framework and rejection of precedent based on
factual dissimilarities.” The court began by analyzing the likelihood of
confusion element that goes into direct trademark infringement and
choosing which legal factors of confusion would be relevant to the facts.”
The Fourth Circuit then rejected the use of the 7iffany case as controlling
in contributory infringement due to differences in the legal standard of
review." Finally, the court analyzed the burdens necessary to prove a
prima facie case of dilution as well as what evidence is needed to raise a
fair use defense, providing the district court with detailed instructions on
what to consider on remand.”

The court first narrowed the direct infringement claim to an analysis
of the likelihood of confusion.” It recognized the nine factors articulated

52.  KP Permanent Make-Up, Inc. v. Lasting Impression I, Inc., 543 U.S. 111, 118 (2004).
53.  Seeid.

54. 15US.C. § 1125(c)(D).

55.  Id § 1125(c)(2)(A).

56.  Nissan Motor Co. v. Nissan Computer Corp., 378 F3d 1002, 1011 (9th Cir. 2004).
57. Id at1013.

58. I

59.  SeeRosetta Stone Ltd. v. Google, Inc., 676 F.3d 144, 152, 156 (4th Cir. 2012).

60. Id at 152-53.

61. Id at 164-65.

62. Id at 168-71.

63. Id at152.
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in George & Co. as generally relevant to the likelihood of confusion.”
Citing the precedent in Louis Vuitton, the Fourth Circuit held that the list
of factors is not mandatory or exclusive.” To highlight this idea, the
court applied the finding in Century 21 that some factors are not
workable in nominative cases due to their inapplicability.” For the noted
case, the court found that the factors of intent and actual confusion were
the only genuine issues of fact regarding direct infringement, reasoning
that, as in the nominative example, all but those two factors were
irrelevant to this case.”

The Fourth Circuit clarified that the sixth factor of intent to create
confusion is proven when a defendant acts with knowledge that
confusion was very likely to result from its use of the marks.” Then,
citing George & Co., the court allowed evidence of actual confusion that
came from anecdotes, in-house reports, and consumer confusion survey
reports as long as it showed a high number of consumers who were
confused under the defendant’s actual practice as to the source or
sponsorship of the good.” Moving to the ninth factor, sophistication of
the public, the Fourth Circuit disagreed with the district court’s decision
on the sophistication of the consumer drawn from the nature of the
product or its price, finding that such a decision fell in line with
credibility determinations and the weighing of evidence as firmly a jury
function.”

Then, the Fourth Circuit briefly addressed the claims of
contributory infringement, vicarious infringement, and unjust enrich-
ment." The court rejected the use of the 7iffany case as controlling on

64. Id at 153 (citing George & Co., LLC v. Imagination Entm’t Ltd., 575 F.3d 383, 393
(4th Cir. 2009)).

65.  Id at 154 (citing Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 F.3d
252,266 (4th Cir. 2007)).

66. Id (citing Century 21 Real Estate Corp. v. Lendingtree, Inc., 425 F3d 211, 224 (3d

Cir. 2005)).
67. Idat155.
68.  Id at 155-56.
69. Id. at 156.

70. See id. at 159-60. Following its discussion of likelihood of confusion, the court
reviewed the district court’s holding that the Rosetta Stone mark was functional. /d. at 161. The
functionality doctrine precludes trademark law from protecting features that are functional,
because this hinders free and legitimate competition. /d. (quoting Qualitex v. Jacobson Prods.
Co., 514 U.S. 159, 164-65 (1995)). The court held that the functionality doctrine “simply [did]
not apply in these circumstances,” and it explained that the district court focused on whether the
Rosetta Stone mark “made Google’s product more useful,” rather than looking at the functionality
of the mark itself. /d at 162. According to the court, “Google may well be able to establish that
its use of Rosetta Stone’s marks in its Ad Words program is not an infringing use . . . however, [it]
will not be able to do so based on the functionality doctrine.” /d. at 162-63.

71.  Id at 163-66.
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the issue of contributory infringement because it was an appeal of a
judgment of a bench trial.” The court reasoned that such a case with a
drastically different procedural position could not be controlling or
informative on another case.” On the vicarious liability charge, the court
required proof that the defendant acted jointly with advertisers.” The
court found that the defendant’s joint control of the appearance of the
infringing ads was not sufficient to show apparent partnership and
impose liability.”

The Fourth Circuit next turned to Rosetta Stone’s trademark dilution
claim and reviewed the two bases on which the district court granted
summary judgment for Google.” First, the court found that the district
court erred in stating that Rosetta Stone could not establish a dilution
claim without demonstrating that Google used Rosetta Stone’s mark to
identify Google’s products and services.” According to the Fourth
Circuit, the district court incorrectly incorporated the defendant’s burden
in asserting a fair use defense in determining Rosetta Stone’s burden of
proof.” The court explained, “[O]nce the owner of a famous mark
establishes a prima facie case of dilution . . . , it fa/ls fo the defendant to
demonstrate that its use constituted a ‘fair use . . . other than as a
designation of source for the [defendant’s] own goods or services.”””
Thus, Rosetta Stone should not have been required to demonstrate that
Google used the Rosetta Stone mark as a source identifier in order to
present a prima facie case of trademark dilution.” Further, the court
found, “[TThe district court erred when it ruled that Google was not liable
for dilution simply because there was no evidence that Google uses the
Rosetta Stone marks to identify Google’s own goods and services.™
According to the Fourth Circuit, just because a use qualifies as a
“nontrademark use” does not mean that the defendant escapes liability;
the use must specifically fall into the confines of the fair use defense.”
The district court failed to conduct this important analysis."

72.  Id at 165.
73. Id

74.  Id

75. Id

76.  Id at 168.
77. Id

78. Id

79.  Id at 168-69 (quoting 15 U.S.C. § 1125(c)(3)(A) (2006) (emphasis added)).
80. Id

81. Id at169.
82. MW

83.  Id at 169-70.
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The second aspect of the district court’s reasoning in granting
summary judgment for Google was that Rosetta Stone failed to
demonstrate that Google’s use was “likely to impair the distinctiveness of
the famous mark or likely to harm the reputation of the famous mark.™
According to the court, while the FTDA provides a nonexhaustive list of
six factors that may be considered in making this determination, the
district court only examined one of the factors—the degree and
recognition of the famous mark.” Further, the district court looked to the
holding in Louis Vuitton as support for its assertion that “no claim for
dilution by blurring exists when there is evidence that public recognition
of the defendants’ product increased,” but the Fourth Circuit explained
that this reflected a misunderstanding of the analysis in Louis Vuitton,
especially in light of the factual differences between the two cases (in
Louis Vuitton, the basis of the defendant’s fair use claim was that it was a
parody).” The court ultimately held that the FTDA only required that
Rosetta Stone demonstrate “a /ikelihood of dilution” and that it “need not
prove actual economic loss or reputational injury”™ It directed the
district court to consider on remand any relevant factors enumerated
under the FTDA to determine whether Google’s use was likely to impair
the distinctiveness or harm the reputation of Rosetta Stone’s mark.”

As a final issue, the Fourth Circuit looked to when Rosetta Stone’s
mark became famous, as the FTDA allows the owner of a famous mark
to “obtain injunctive relief against any ‘person who, at any time afier the
owner’s mark has become famous, commences use of a mark . . . in
commerce that is likely to cause dilution.”™ Citing Nissan Motor Co.,
the court stated, “[TThe defendant’s first diluting use of a famous mark
‘fixes the time by which famousness is to be measured’ for purposes of
the FTDA.”” Thus, on remand, the Fourth Circuit instructed the district
court to determine whether the Rosetta Stone mark was famous,
requiring the court to determine first when Google’s first dilutive use
occurred, and second, whether Rosetta Stone’s mark was famous at the
time of that first dilutive use.”

84.  Id at 170 (quoting Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 F.3d
252, 265 (4th Cir. 2007)).

85. Id

86. Id at 170-71.
87. Idatl7l.
88. Id

89.  Id (quoting 15 U.S.C. § 1125(c)(1) (2006)).

90. /d at 172 (citing Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002, 1013
(9th Cir. 2004)).

91. Idat173.
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IV. ANALYSIS

The Fourth Circuit’s decision in the noted case properly adopted a
very fact-specific interpretation of trademark infringement and dilution.
The court evidenced this fact-focus through a legal framework that
adapts its factors to the situation as well as through strongly
distinguishing its ruling from precedential cases. Both of these
applications are in accord with standing procedure, principles, and
practical considerations.

The Lanham Act leaves elements to the court’s judgment, which
allows judicially created rules to govern how laws can be applied to facts
and vice versa.” In § 1114(1)(a), direct trademark infringement is
defined as “us[ing] in commerce any reproduction ... of a registered
mark in connection with the sale ... of any goods or services ... with
which such use is likely to cause confusion, or to cause mistake, or to
deceive”™” Yet throughout the rest of the statute and throughout the other
trademark statutes, Congress at no point explained how likelihood of
confusion should be determined.” To fill this void, courts stepped in to
create a list of factors that establish likelihood of confusion.” The court-
created rule gives courts the freedom to do more than merely serve as a
trier of fact that applies the law to the facts; it allows courts to look at the
facts and then decide which of the legal factors are relevant to apply.
Such a rule allows judges to choose the legal framework that they will
apply to a case. The noted case’s use of fact-relevant factors to create a
legal framework is well established™ and prevalent among the circuits.”
The use of a fact-selective legal framework even achieved
institutionalization in 2006 when Congress included it in the amended
FTDA, decreeing that to prove dilution by blurring, the court could
consider all relevant factors as the court deemed fit.”™

92.  Seel5US.C. § 1114(1)(a).

93. I

94.  See id,; see also id. §§ 1052 (2002), 1115 (2006).

95.  Sara Lee Corp. v. Kayser-Roth Corp., 81 F.3d 455, 463 (4th Cir. 1996).

96.  Id. (citing Pizzeria Uno Corp. v. Temple, 747 F.2d 1522, 1526 (4th Cir. 1984)).

97.  See, eg, id. (“[The factors] are ‘only a guide-catalog of various considerations that
may be relevant . ...”); see also Nissan Motor Co. v. Nissan Computer Corp., 378 F.3d 1002,
1013 (9th Cir. 2004) (listing nonexclusive factors for a court to consider in determining whether a
mark is distinctive and famous); Century 21 Real Estate Corp. v. Lendingtree Inc., 425 F.3d 211,
224 (3d Cir. 2005) (“Although [the likelihood of confusion factors] are often helpful in
determining whether a certain use of a mark is likely to confuse consumers, we have recognized
that the Lanham Act does not require that they be followed precisely so long as the relevant
comparisons suggested by the test are made.” (internal quotation marks omitted)).

98.  Seel5US.C. § 1125(c)(2)(B).
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In principle, trademark law encourages the production of quality
products.” It discourages those who sell inferior products by capitalizing
on a consumer’s inability to evaluate quickly the quality of an item
offered for sale."” A trademark assures potential customers that the item
with this particular mark is made by the same producer as other goods
bearing the same mark that they may or may not have liked.” The
United States Supreme Court identified this as the governing principle
behind trademark law.” 1In line with these objectives, a fact-based
inquiry is the best fit. A fact-focused decision does not create an
important precedent or develop a judicially created rule. As
demonstrated in the noted case, a fact-centered decision is narrowly
applicable to other situations. The court in the noted case specifically
rejected two cases as distinguished even though they have similar facts in
order to craft a narrow, fact-specific decision that stands less for legal
precedent.'”  Focusing on a case’s individual facts allows courts to
directly encourage a specific company to make quality goods (and
discourage inferior competitors). A fact-focused decision is truest to
trademark principles by tailoring encouragement to the companies who
are making quality goods.

However, the court shows inconsistency by rejecting Louis
Vuitton." In its discussion of trademark dilution, the court cited its
previous decision in Louis Vuitfon as informative on how to establish a
prima facie case of dilution.'” The court then rejected the use of Louis
Vuitton as controlling or informative on the issue of dilution because the
defendant’s fair use claim was based on parody, a far different fact
pattern.”™ It found that the district court erred in relying on the case."”
The court’s error evidences the difficulties that can arise from looking to
a fact-based trademark case for precedent when the court may wish to
cite another court’s established process for assessing the problem without
being tied to following through to a similar legal conclusion.

The predominate negative effect of a fact-centric decision is that its
precedential value is quite low. When the decision focuses so closely on

99.  Qualitex v. Jacobson Prods. Co., 514 U.S. 159, 164 (1995).

100. /d.

101. /Id

102. Seeid.

103. See Rosetta Stone Ltd. v. Google, Inc., 676 F.3d 144, 170-71 (4th Cir. 2012) (citing
Louis Vuitton Malletier S.A. v. Haute Diggity Dog, LLC, 507 E.3d 252, 266 (4th Cir. 2007)); see
also 1d. at 164-65 (citing Tiffany (NJ) Inc. v. eBay Inc., 600 E3d 93, 106 (2d Cir. 2010)).

104. See id. at 168-69.

105. Id

106. /Id at171.

107. Id.
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the facts of the case, it is unlikely that its findings will be applicable in
future cases. This could stunt the natural development and adaptation of
trademark law. However, multiple circuits have used a fact-centric legal
framework for likelihood of confusion for more than twenty years."™
Their continued use of the fact-centered approach evidences that it is
functioning well enough that it has not been replaced.

Using fact-centric reasoning is especially practical for trademark
decisions, where fact situations can vary widely. As in the noted case,
technology and technological services are constantly growing and being
created. In these new fields, trademark law must be flexible enough to
adapt to the changing circumstances of the parties involved. This can
only be done through use of a fact-centered ruling. For the
aforementioned reasons, the court’s fact-specific interpretation of
trademark infringement and dilution is proper for the dynamic world of
trademark law.

Melinda Schlinsog*

108. See Sara Lee Corp. v. Kayser-Roth Corp., 81 F3d 455, 463 (4th Cir. 1996) (citing
Pizzeria Uno Corp. v. Temple, 747 F2d 1522, 1527 (4th Cir. 1984)); Century 21 Real Estate
Corp. v. Lendingtree, Inc., 425 F3d 211, 221 (3d Cir. 2005).

* © 2012 Melinda Schlinsog. J.D. candidate 2014, Tulane University Law School; B.A.
2011, Northwestern University. The author would like to thank her family for their support and
the members of the 7izlane Journal of Technology and Intellectual Property for their hard work.




<<
  /ASCII85EncodePages false
  /AllowTransparency false
  /AutoPositionEPSFiles false
  /AutoRotatePages /None
  /Binding /Left
  /CalGrayProfile (Gray Gamma 2.2)
  /CalRGBProfile (sRGB IEC61966-2.1)
  /CalCMYKProfile (U.S. Web Coated \050SWOP\051 v2)
  /sRGBProfile (sRGB IEC61966-2.1)
  /CannotEmbedFontPolicy /Warning
  /CompatibilityLevel 1.5
  /CompressObjects /Off
  /CompressPages true
  /ConvertImagesToIndexed true
  /PassThroughJPEGImages true
  /CreateJobTicket false
  /DefaultRenderingIntent /Saturation
  /DetectBlends true
  /DetectCurves 0.1000
  /ColorConversionStrategy /LeaveColorUnchanged
  /DoThumbnails false
  /EmbedAllFonts true
  /EmbedOpenType false
  /ParseICCProfilesInComments true
  /EmbedJobOptions true
  /DSCReportingLevel 0
  /EmitDSCWarnings false
  /EndPage -1
  /ImageMemory 1048576
  /LockDistillerParams true
  /MaxSubsetPct 100
  /Optimize false
  /OPM 1
  /ParseDSCComments true
  /ParseDSCCommentsForDocInfo true
  /PreserveCopyPage true
  /PreserveDICMYKValues true
  /PreserveEPSInfo true
  /PreserveFlatness true
  /PreserveHalftoneInfo true
  /PreserveOPIComments false
  /PreserveOverprintSettings true
  /StartPage 1
  /SubsetFonts true
  /TransferFunctionInfo /Apply
  /UCRandBGInfo /Remove
  /UsePrologue true
  /ColorSettingsFile ()
  /AlwaysEmbed [ true
    /TimesNewRomanPS-BoldItalicMT
    /TimesNewRomanPS-BoldMT
    /TimesNewRomanPS-ItalicMT
    /TimesNewRomanPSMT
  ]
  /NeverEmbed [ true
    /Arial-Black
    /Arial-BlackItalic
    /Arial-BoldItalicMT
    /Arial-BoldMT
    /Arial-ItalicMT
    /ArialMT
    /ArialNarrow
    /ArialNarrow-Bold
    /ArialNarrow-BoldItalic
    /ArialNarrow-Italic
    /CenturyGothic
    /CenturyGothic-Bold
    /CenturyGothic-BoldItalic
    /CenturyGothic-Italic
    /CourierNewPS-BoldItalicMT
    /CourierNewPS-BoldMT
    /CourierNewPS-ItalicMT
    /CourierNewPSMT
    /Georgia
    /Georgia-Bold
    /Georgia-BoldItalic
    /Georgia-Italic
    /Impact
    /LucidaConsole
    /Tahoma
    /Tahoma-Bold
    /TimesNewRomanMT-ExtraBold
    /Trebuchet-BoldItalic
    /TrebuchetMS
    /TrebuchetMS-Bold
    /TrebuchetMS-Italic
    /Verdana
    /Verdana-Bold
    /Verdana-BoldItalic
    /Verdana-Italic
  ]
  /AntiAliasColorImages false
  /CropColorImages true
  /ColorImageMinResolution 150
  /ColorImageMinResolutionPolicy /OK
  /DownsampleColorImages false
  /ColorImageDownsampleType /Bicubic
  /ColorImageResolution 150
  /ColorImageDepth 8
  /ColorImageMinDownsampleDepth 1
  /ColorImageDownsampleThreshold 1.50000
  /EncodeColorImages true
  /ColorImageFilter /FlateEncode
  /AutoFilterColorImages false
  /ColorImageAutoFilterStrategy /JPEG
  /ColorACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /ColorImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /JPEG2000ColorACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000ColorImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasGrayImages false
  /CropGrayImages true
  /GrayImageMinResolution 150
  /GrayImageMinResolutionPolicy /OK
  /DownsampleGrayImages false
  /GrayImageDownsampleType /Bicubic
  /GrayImageResolution 150
  /GrayImageDepth 8
  /GrayImageMinDownsampleDepth 2
  /GrayImageDownsampleThreshold 1.50000
  /EncodeGrayImages true
  /GrayImageFilter /FlateEncode
  /AutoFilterGrayImages false
  /GrayImageAutoFilterStrategy /JPEG
  /GrayACSImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /GrayImageDict <<
    /QFactor 0.76
    /HSamples [2 1 1 2] /VSamples [2 1 1 2]
  >>
  /JPEG2000GrayACSImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /JPEG2000GrayImageDict <<
    /TileWidth 256
    /TileHeight 256
    /Quality 15
  >>
  /AntiAliasMonoImages false
  /CropMonoImages true
  /MonoImageMinResolution 1200
  /MonoImageMinResolutionPolicy /OK
  /DownsampleMonoImages false
  /MonoImageDownsampleType /Bicubic
  /MonoImageResolution 300
  /MonoImageDepth -1
  /MonoImageDownsampleThreshold 1.50000
  /EncodeMonoImages true
  /MonoImageFilter /CCITTFaxEncode
  /MonoImageDict <<
    /K -1
  >>
  /AllowPSXObjects false
  /CheckCompliance [
    /None
  ]
  /PDFX1aCheck false
  /PDFX3Check false
  /PDFXCompliantPDFOnly false
  /PDFXNoTrimBoxError true
  /PDFXTrimBoxToMediaBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXSetBleedBoxToMediaBox true
  /PDFXBleedBoxToTrimBoxOffset [
    0.00000
    0.00000
    0.00000
    0.00000
  ]
  /PDFXOutputIntentProfile (None)
  /PDFXOutputConditionIdentifier ()
  /PDFXOutputCondition ()
  /PDFXRegistryName ()
  /PDFXTrapped /False

  /CreateJDFFile false
  /Description <<


    /CHS <FEFF4f7f75288fd94e9b8bbe5b9a521b5efa7684002000410064006f006200650020005000440046002065876863900275284e8e55464e1a65876863768467e5770b548c62535370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200036002e003000204ee553ca66f49ad87248672c676562535f00521b5efa768400200050004400460020658768633002>
    /CHT <FEFF4f7f752890194e9b8a2d7f6e5efa7acb7684002000410064006f006200650020005000440046002065874ef69069752865bc666e901a554652d965874ef6768467e5770b548c52175370300260a853ef4ee54f7f75280020004100630072006f0062006100740020548c002000410064006f00620065002000520065006100640065007200200036002e003000204ee553ca66f49ad87248672c4f86958b555f5df25efa7acb76840020005000440046002065874ef63002>
    /CZE <>
    /DAN <>
    /DEU <>
    /ESP <>
    /ETI <>
    /FRA <>



    /HUN <>
    /ITA (Utilizzare queste impostazioni per creare documenti Adobe PDF adatti per visualizzare e stampare documenti aziendali in modo affidabile. I documenti PDF creati possono essere aperti con Acrobat e Adobe Reader 6.0 e versioni successive.)
    /JPN <>
    /KOR <FEFFc7740020c124c815c7440020c0acc6a9d558c5ec0020be44c988b2c8c2a40020bb38c11cb97c0020c548c815c801c73cb85c0020bcf4ace00020c778c1c4d558b2940020b3700020ac00c7a50020c801d569d55c002000410064006f0062006500200050004400460020bb38c11cb97c0020c791c131d569b2c8b2e4002e0020c774b807ac8c0020c791c131b41c00200050004400460020bb38c11cb2940020004100630072006f0062006100740020bc0f002000410064006f00620065002000520065006100640065007200200036002e00300020c774c0c1c5d0c11c0020c5f40020c2180020c788c2b5b2c8b2e4002e>
    /LTH <>
    /LVI <>
    /NLD (Gebruik deze instellingen om Adobe PDF-documenten te maken waarmee zakelijke documenten betrouwbaar kunnen worden weergegeven en afgedrukt. De gemaakte PDF-documenten kunnen worden geopend met Acrobat en Adobe Reader 6.0 en hoger.)
    /NOR <>
    /POL <>
    /PTB <>


    /SKY <>

    /SUO <>
    /SVE <>
    /TUR <>

    /ENU (Use these settings to create Adobe PDF documents suitable for reliable viewing and printing of business documents.  Created PDF documents can be opened with Acrobat and Adobe Reader 6.0 and later.)
  >>
>> setdistillerparams
<<
  /HWResolution [1200 1200]
  /PageSize [612.000 792.000]
>> setpagedevice


